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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1,2, 6-8, 10, and 11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Miyakawa et al. (4,557,856). 

Regarding claim 1 : Miyakawa et al. teach a composition comprising silica 
powder (column 6, lines 11-18) and a binder resin that has a carboxyl content such that 
the acid value is 1 to 30 or 5-20 (column 7, lines 24-58). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to select one of the 
many resins that are taught that are (meth)acrylic (column 6, line 64-68, column 8, lines 
36-50). The composition also can comprise phosphoric acid, which is a preferred acid 
(column 5, lines 41-58). 

Regarding cliam 2: Miyakawa et al. fail to teach a molecular weight for their 
polymer binder but it is obvious to one of ordinary skill to modify the amount of 
monomer used in making the polymer to obtain a desired molecular weight. It is a result 
effective variable. See MPEP 2144.05. 

Regarding claim 6: Miyakawa et al. teach that the ratio of phosphoric 
acid(A)/silica powder(B) ratio is preferably from 5/100 to 50/100 (column 8, lines 52-57). 
They also teach that the binder is used 10 to 500% by weight basted on (A) and (B). 
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The subject matter as a whole would have been obvious to one having ordinary skill in 
the art at the time the invention was made, since it has been held that choosing the over 
lapping portion, of the range taught in the prior art and the range claimed by the 
applicant, has been held to be a prima facie case of obviousness, see In re Malagari, 
182 USPQ 549. 

Regarding claims 7 and 8: silica powder is glass powder. Miyakawa et al. teach 
the silica powder Aerosil, which intrinsically meets the viscosity limitation. 

Regarding claim 10: Miyakawa et al. teach that their composition can form a film 
in sheet form (column 9, line 58 to column 10, line 27). 

Regarding claim 1 1 : Miyakawa et al. also teach that the composition can be 
used to make a metal-laminated paper (column 13, lines 56-61). 

Claims 16-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Miyakawa et al. (4,557,856). 

Regarding claims 16 and 17: Miyakawa et al. teach a composition comprising 
silica powder (column 6, lines 11-18) and a binder resin that has a carboxyl content 
such that the acid value is 1 to 30 or 5-20 (column 7, lines 24-58). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to select 
one of the many resins that are taught that are (meth)acrylic (column 6, line 64-68, 
column 8, lines 36-50). The composition also can comprise phosphoric acid, which is a 
preferred acid (column 5, lines 41-58). Miyakawa et al. teach that the ratio of 
phosphoric acid(A)/silica powder(B) ratio is preferably from 5/100 to 50/100 (column 8, 
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lines 52-57). They also teach that the binder is used 10 to 500% by weight basted on 
(A) and (B). The subject matter as a whole would have been obvious to one having 
ordinary skill in the art at the time the invention was made, since it has been held that 
choosing the over lapping portion, of the range taught in the prior art and the range 
claimed by the applicant, has been held to be a prima facie case of obviousness, see In 
reMalagari, 182 USPQ 549. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Miyakawa et al. (4,557,856) as applied to claim 17 above further in view of Fukuda et al. 
(5,827,792). 

Regarding claim 18: Miyakawa et al. teach that they are open to using any 
inorganic powder that contains silica, alumina, or aluminosilicate compounds (column 6, 
lines 1-4). Miyakawa et al. fails to teach an inorganic powder that has a softening point 
of 400 to 650°C. However, Fukuda et al. teach an inorganic powder containing alumina 
that has a softening point of 100°C to 500°C (column 2, lines 26-37). They teach a 
particular embodiment that contains alumina and has a softening point of 650°C (Table 
4). Since Miyakawa et al. are open to any alumina powder it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to have used the 
inorganic powder of Fukuda et al. as the inorganic powder of Miyakawa et al. because it 
is a simple substitution of one know element for another to obtain predictable results. 



Response to Arguments 
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Applicant's arguments with respect to claims 1 , 2, 6-8, 10-11, and 1 6-1 8 have 
been considered but are moot in view of the new ground(s) of rejection. 



Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHN USELDING whose telephone number is 
(571)270-5463. The examiner can normally be reached on Monday-Thursday 6:30am 
to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571-272-1 197. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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